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INTELLECTUAL PROPERTY RIGHT (402)

UNIT-1: COPYRIGHT

Q.1 What is copyright? Why should copyright be protected ?
What are the classes of works for which copyright protection is

available in India ?

Copyright is a right given by the law to creators of literary, dramatic, musical and artistic
works and producers of cinematograph films and sound recordings. In fact, it is a bundle of
rights including, inter alia, rights of reproduction, communication to the public, adaptation
and translation of the work. There could be slight variations in the composition of the rights
depending on the work.

Copyright ensures certain minimum safeguards of the rights of authors over their creations,
thereby protecting and rewarding creativity. Creativity being the keystone of progress, no
civilized society can afford to ignore the basic requirement of encouraging the same.
Economic and social development of a society is dependent on creativity. The protection
provided by copyright to the efforts of writers, artists, designers, dramatists, musicians,
architects and producers of sound recordings, cinematograph films and computer software,
creates an atmosphere conducive to creativity, which induces them to create more and

motivates others to create.

Section 13 of the Copyright Act provides that copyright shall subsist throughout India in
certain classes of works which are enumerated in the section. Copyright subsists throughout

India in the following classes of works:

« Original literary, dramatic, musical and artistic works;

* Cinematograph films; and Sound recordings.

Literary Work

Not all literary works enjoy copyright protection.Section 2(o)of the Indian Copyright Act

does not define the term ‘literary work’ as such but it includes computer programmes, tables
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and compilations including computer databases within the ambit of what is described as
literary work.Therefore, literary works are not limited to works of literature alone, but include

all works expressed in print or writing (other than dramatic or musical works).

Also noteworthy is that the protection is not limited to words, but includes symbols and
numerals. The scope of the subject matter protected as a literary work is enhanced by the fact
that a work will be protected irrespective of the quality or style of the creation in question.

Points to ponder — Literary work has to have the following characteristics:

* It must be original and be fixed in some form.

» The word literature has to be understood in the same manner as it is understood in political

and electioneering sense.
* Hence no literary merit is required.

* Therefore almost every kind of written material work would constitute literary work within

the meaning of Section 13 (1).

Dramatic work

Section 2(h)of the Indian Copyright Act defines dramatic works to include any piece of
recitation, choreographic work or entertainment in dumb show, the scenic arrangement or
acting, form of which is fixed in writing or otherwise. [butdoes not include a cinematographic
film.]

Simply put, a work of action, with or without words or music, which is capable of being
performed before an audience is a dramatic work.Copyright subsists not only in the actual

words of the work but in the dramatic incidents of the work as well.

The essence of a dramatic work is a storyor a narrative. As a prerequisite in copyright law,
for a piece of dramatic action to be protectable, a written description of the acts of the
performer is essential. Therefore, a dance or pantomime by itself, sans the written

description, is not capable of protection as a dramatic work.
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Dramatic incidents of a show are protected as dramatic work. The work ought to have a story
or a narrative for being afforded protection.

Musical Works

Section 2(p)of the Indian Copyright Act defines musical work to mean a work consisting of
music and includes any graphic notation of such work but does not include any words or any
action intended to be sung, spoken or performed with the music.The requirement of fixation
in graphical notation within the definition of musical works has been done away with. The
definition seeks to cover all forms of music irrespective of it being fixed. The definition of a
musical work clarifies that it does not include words intended to be sung or spoken with the

music or action intended to be performed with the music

Point to Ponder:

If a dramatic work may include music, then will the music be entitled to a separate copyright?

Answer: Yes, notwithstanding that the music also forms an integral part of the dramatic

work, it shall be entitled to a separate copyright protection as a musical work
Artistic Works

Section 2(c)of the Indian Copyright Act defines artistic works to include A painting, a
drawing (including a diagram, map, chart, or plan), an engraving or a photograph, whether or

not any such work possesses any artistic quality.
A work of architecture.
Any other work of artistic craftsmanship.

To be protectable as an artistic work, thework ought to satisfy the prerequisite of ‘originality’
as defined in the Act.No artistic quality is required. Therefore anybody who can paint an
original artwork can be entitled to copyright protection from the time the artwork has been
created by him/her. Copyright law while attributing authorship to a painter does not delve
into the subjective assessment of how good or poor an artwork is. That kind of assessment is
left to be made by connoisseurs and dealers of art, and is understood to be outside the

purview of copyright law.
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Similarly works of architecture are protected as artistic work as long as they are originating
from the author, i.e., the architect.Architectural drawings, diagrams, charts, maps, plansand
even circuit diagrams are all protected as artistic works. However, one must take note that the
building or structure which constitutes a work of architecture is built on the basis of a plan
which enjoys a separate copyright apart from the copyright in the building itself.

Point to ponder:

(i) Is a straight line drawn with the help of a ruler a drawing, and therefore protectable as
artistic work? Answer:In the case of British Northdrop v. Texteam Blackburn Ltd,11it was
held that one should be a little slow to exclude drawings from copyrightability on the mere
score of simplicity. Apart from the cases of barren and naked simplicity like a straight line, a
simple work should be held to be copyrightable. A sculpture would be an example of a work
of artistic craftsmanship. Copyright law affords protection to the work involving the art of
carving, modeling, welding or otherwise producing figurative or abstract works of art in three

dimensions as long as this work originates from the sculptor.
Point to ponder:

Q) Are sets of machine made replicas of the Taj Mahal sold as décor items capable of

being protected as works of artistic craftsmanship?
Answer: No. Machine made replicas are not considered artistic craftsmanship.

Photographs: A photographic work includes any photo lithograph or any work produced
by any process analogous to photography (but does not include any part of a
cinematographic film). As is the case of all copyrightable subject matter, the photograph

has to be original.
Point to ponder:
Q) Does a photograph of an already existing photograph enjoy copyright protection?

Answer: No. A photograph of an already existing photograph is not an original work.

Therefore it will not be afforded copyright protection.

(i) Is a painting based on scenery captured in a photograph an infringement of the

copyright in the photograph?
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Answer: No. However if the photograph itself is found to be not original, then a painting
based on such photograph is not an infringement. For discussion on this point, one may
refer to the case of Bauman v Fusselll2where a photograph of bird fight was held to be

not original and hence a painting based on it was not an infringement.
Cinematographic Works

Section 2(f)explains that any work of visual recording on any medium produced through
a process from which a moving image may be produced by any means and includes a
sound recording accompanying such visual recording and ‘cinematograph’ shall be
construed as including any work produced by any process analogous to cinematography

including video films.
Points to ponder:

Q) Does a remake of a foreign language film enjoy the same protection as the

original version of the film?

Answer: A remake of a foreign language film is a derivative work and even when
authorized to remake the film, in order for your remake to enjoy the same protection as

the original version of the film, it must display some originality of its own.

(i)  What if the original version of the film above is in public domain now, can you
still remake it? And if you do, does your remake then enjoy a copyright

protection as if it were an original?

Answer: if the original version of the film is in the public domain, anyone is free to
remake it. However, in order for this remake to enjoy copyright protection it must
contain sufficient new expression over and above that embodied in the older version.

Originality is sine qua non of Copyright law.
(iii)  Isthe e-tutorial accompanying this module a cinematographic film?

Answer: Yes. The e-tutorial is a visual recording on camera produced through a process
from which a moving image of the tutor may be produced and includes a sound recording

accompanying such visual recording. Therefore it is a cinematographic film.

Sound recording
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Sound recording as a recording of sounds from which such sounds may be produced
regardless of the medium on which such recording is made or the method by which the
sounds are produced.The sound recording should not infringe copyright in any other
work. Example of a sound recording is a CD-ROM.

Point to ponder:

Q) Does the audio recording of this e-tutorial qualify for separate copyright

protection as a sound recording?

Answer: Yes, if the audio recording is fixed on a medium such as a phonogram or CD
ROM.

(i)  What if there is no separate audio recording but it forms part of the audio-visual
as a whole, does it enjoy protection as a sound-recording as well?

Answer: Yes, the right of the sound recording is different from the subject matter

recorded as they are subjects of independent subject-matters.
What is excluded from the subject matter requirement?

Ideas, procedures, methods, systems, processes, concepts, principles, discoveries, or devices

are not copyrightable subject matter.

0 However, written or recorded descriptions, explanations, or illustrations of such ideas are
protectable under copyright law. Titles, names, short phrases, slogans and mere listings of

ingredients or contents are not copyrightable subject matter.

0 However, some titles and words might be protected under trademark law if their use is

associated with a particular product or service.

Works that are not fixed in a tangible form of expression, such as an improvised speech or
performance that is not written down or otherwise recorded are not copyrightable subject
matter. Works consisting entirely of information that is commonly available and contains no
originality (for example, standard calendars, standard measures and rulers, lists or tables
compiled from public documents or other common sources) are not copyrightable subject

matter.
Q.2 What are the treaties and conventions on copyright ?
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Berne convention: The Berne Convention, adopted in 1886, deals with the protection of
works and the rights of their authors. It provides creators such as authors, musicians, poets,
painters etc. with the means to control how their works are used, by whom, and on what
terms. It is based on three basic principles and contains a series of provisions determining the
minimum protection to be granted, as well as special provisions available to developing
countries that want to make use of them.

The Berne Convention deals with the protection of works and the rights of their authors. It is
based onthree basic principlesand contains a series of provisions determining
the minimum protection to be granted, as well as special provisions available to developing
countries that want to make use of them.

(1) The three basic principles are the following:

(a) Works originating in one of the Contracting States (that is, works the author of which is a
national of such a State or works first published in such a State) must be given the same
protection in each of the other Contracting States as the latter grants to the works of its own
nationals (principle of "national treatment™)

(b) Protection must not be conditional upon compliance with any formality (principle of
"automatic™ protection)

(c) Protection is independent of the existence of protection in the country of origin of the
work (principle of "independence™ of protection). If, however, a Contracting State provides
for a longer term of protection than the minimum prescribed by the Convention and the work
ceases to be protected in the country of origin, protection may be denied once protection in
the country of origin ceases .

(2) The minimum standards of protection relate to the works and rights to be protected, and
to the duration of protection:

(a) As to works, protection must include "every production in the literary, scientific and
artistic domain, whatever the mode or form of its expression” (Article 2(1) of the

Convention).

(b) Subject to certain allowed reservations, limitations or exceptions, the following are among
the rights that must be recognized as exclusive rights of authorization:

= the right to translate,

= the right to make adaptations and arrangements of the work,

= the right to perform in public dramatic, dramatico-musical and musical works,

= the right to recite literary works in public,
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= the right to communicate to the public the performance of such works,
= the right to broadcast (with the possibility that a Contracting State may provide for
a mere right to equitable remuneration instead of a right of authorization),
= the right to make reproductions in any manner or form (with the possibility that a
Contracting State may permit, in certain special cases, reproduction without
authorization, provided that the reproduction does not conflict with the normal
exploitation of the work and does not unreasonably prejudice the legitimate interests
of the author; and the possibility that a Contracting State may provide, in the case of
sound recordings of musical works, for a right to equitable remuneration),
= the right to use the work as a basis for an audiovisual work, and the right to
reproduce, distribute, perform in public or communicate to the public that
audiovisual work
The Convention also provides for *"moral rights™, that is, the right to claim authorship of the
work and the right to object to any mutilation, deformation or other modification of, or other
derogatory action in relation to, the work that would be prejudicial to the author's honor or
reputation.
(c) As to the duration of protection, the general rule is that protection must be granted until
the expiration of the 50th year after the author's death. There are, however, exceptions to this
general rule. In the case of anonymous or pseudonymous works, the term of protection
expires 50 years after the work has been lawfully made available to the public, except if the
pseudonym leaves no doubt as to the author's identity or if the author discloses his or her
identity during that period; in the latter case, the general rule applies. In the case of
audiovisual (cinematographic) works, the minimum term of protection is 50 years after the
making available of the work to the public ("release™) or — failing such an event — from the
creation of the work. In the case of works of applied art and photographic works, the

minimum term is 25 years from the creation of the work

(3) The Berne Convention allows certain limitations and exceptions on economic rights, that
is, cases in which protected works may be used without the authorization of the owner of the
copyright, and without payment of compensation. These limitations are commonly referred to
as "free uses" of protected works, and are set forth in Articles 9(2) (reproduction in certain
special cases), 10 (quotations and use of works by way of illustration for teaching purposes),
10bis (reproduction of newspaper or similar articles and use of works for the purpose of
reporting current events) and 11bis(3) (ephemeral recordings for broadcasting purposes).
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It is to be noted that WTO Members, even those not party to the Berne Convention, must
comply with the substantive law provisions of the Berne Convention, except that WTO
Members not party to the Convention are not bound by the moral rights provisions of the

Convention.

TRIPS:

The TRIPS Agreement, which came into effect on 1 January 1995, is to date the most

comprehensive multilateral agreement on intellectual property.

The areas of intellectual property that it covers are: copyright and related rights (i.e. the rights
of performers, producers of sound recordings and broadcasting organizations); trademarks
including service marks; geographical indications including appellations of origin; industrial
designs; patents including the protection of new varieties of plants; the layout-designs of

integrated circuits; and undisclosed information including trade secrets and test data.

The three main features of the Agreement are:

Standards.: In respect of each of the main areas of intellectual property covered by the TRIPS
Agreement, the Agreement sets out the minimum standards of protection to be provided by
each Member. Each of the main elements of protection is defined, namely the subject-matter
to be protected, the rights to be conferred and permissible exceptions to those rights, and the
minimum duration of protection. The Agreement sets these standards by requiring, first, that
the substantive obligations of the main conventions of the WIPO, the Paris Convention for
the Protection of Industrial Property (Paris Convention) and the Berne Convention for the
Protection of Literary and Artistic Works (Berne Convention) in their most recent versions,
must be complied with. With the exception of the provisions of the Berne Convention on
moral rights, all the main substantive provisions of these conventions are incorporated by
reference and thus become obligations under the TRIPS Agreement between TRIPS Member
countries. The relevant provisions are to be found in Articles 2.1 and 9.1 of the TRIPS
Agreement, which relate, respectively, to the Paris Convention and to the Berne Convention.

Secondly, the TRIPS Agreement adds a substantial number of additional obligations on
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matters where the pre-existing conventions are silent or were seen as being inadequate. The

TRIPS Agreement is thus sometimes referred to as a Berne and Paris-plus agreement.

Enforcement: The second main set of provisions deals with domestic procedures and
remedies for the enforcement of intellectual property rights. The Agreement lays down
certain general principles applicable to all IPR enforcement procedures. In addition, it
contains provisions on civil and administrative procedures and remedies, provisional
measures, special requirements related to border measures and criminal procedures, which
specify, in a certain amount of detail, the procedures and remedies that must be available so
that right holders can effectively enforce their rights.

Dispute settlement: The Agreement makes disputes between WTO Members about the
respect of the TRIPS obligations subject to the WTQ's dispute settlement procedures.

Substantive provisions of TRIPS on Copyright:

In addition to requiring compliance with the basic standards of the Berne Convention, the

TRIPS Agreement clarifies and adds certain specific points.

Article 9.2 confirms that copyright protection shall extend to expressions and not to ideas,

procedures, methods of operation or mathematical concepts as such.

Article 10.1 provides that computer programs, whether in source or object code, shall be
protected as literary works under the Berne Convention (1971). This provision confirms that
computer programs must be protected under copyright and that those provisions of the Berne
Convention that apply to literary works shall be applied also to them. It confirms further, that
the form in which a program is, whether in source or object code, does not affect the
protection. The obligation to protect computer programs as literary works means e.g. that
only those limitations that are applicable to literary works may be applied to computer
programs. It also confirms that the general term of protection of 50 years applies to computer
programs. Possible shorter terms applicable to photographic works and works of applied art

may not be applied.
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Article 10.2 clarifies that databases and other compilations of data or other material shall be
protected as such under copyright even where the databases include data that as such are not
protected under copyright. Databases are eligible for copyright protection provided that they
by reason of the selection or arrangement of their contents constitute intellectual creations.
The provision also confirms that databases have to be protected regardless of which form
they are in, whether machine readable or other form. Furthermore, the provision clarifies that
such protection shall not extend to the data or material itself, and that it shall be without
prejudice to any copyright subsisting in the data or material itself.

Article 11 provides that authors shall have in respect of at least computer programs and, in
certain circumstances, of cinematographic works the right to authorize or to prohibit the
commercial rental to the public of originals or copies of their copyright works. With respect
to cinematographic works, the exclusive rental right is subject to the so-called impairment
test: a Member is excepted from the obligation unless such rental has led to widespread
copying of such works which is materially impairing the exclusive right of reproduction
conferred in that Member on authors and their successors in title. In respect of computer
programs, the obligation does not apply to rentals where the program itself is not the essential

object of the rental.

According to the general rule contained in Article 7(1) of the Berne Convention as
incorporated into the TRIPS Agreement, the term of protection shall be the life of the author
and 50 years after his death. Paragraphs 2 through 4 of that Article specifically allow shorter
terms in certain cases. These provisions are supplemented by Article 12 of the TRIPS
Agreement, which provides that whenever the term of protection of a work, other than a
photographic work or a work of applied art, is calculated on a basis other than the life of a
natural person, such term shall be no less than 50 years from the end of the calendar year of
authorized publication, or, failing such authorized publication within 50 years from the

making of the work, 50 years from the end of the calendar year of making.

Avrticle 13 requires Members to confine limitations or exceptions to exclusive rights to certain

special cases which do not conflict with a normal exploitation of the work and do not
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unreasonably prejudice the legitimate interests of the right holder. This is a horizontal
provision that applies to all limitations and exceptions permitted under the provisions of the
Berne Convention and the Appendix thereto as incorporated into the TRIPS Agreement. The
application of these limitations is permitted also under the TRIPS Agreement, but the
provision makes it clear that they must be applied in a manner that does not prejudice the
legitimate interests of the right holder.

Substantive Provisions of TRIPS on Related rights:

The provisions on protection of performers, producers of phonograms and broadcasting
organizations are included in Article 14. According to Article 14.1, performers shall have the
possibility of preventing the unauthorized fixation of their performance on a phonogram (e.g.
the recording of a live musical performance). The fixation right covers only aural, not
audiovisual fixations. Performers must also be in position to prevent the reproduction of such
fixations. They shall also have the possibility of preventing the unauthorized broadcasting by

wireless means and the communication to the public of their live performance.

In accordance with Article 14.2, Members have to grant producers of phonograms an
exclusive reproduction right. In addition to this, they have to grant, in accordance with
Article 14.4, an exclusive rental right at least to producers of phonograms. The provisions on
rental rights apply also to any other right holders in phonograms as determined in national
law. This right has the same scope as the rental right in respect of computer programs.
Therefore it is not subject to the impairment test as in respect of cinematographic works.
However, it is limited by a so-called grand-fathering clause, according to which a Member,
which on 15 April 1994, i.e. the date of the signature of the Marrakesh Agreement, had in
force a system of equitable remuneration of right holders in respect of the rental of
phonograms, may maintain such system provided that the commercial rental of phonograms
is not giving rise to the material impairment of the exclusive rights of reproduction of right

holders.
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Broadcasting organizations shall have, in accordance with Article 14.3, the right to prohibit
the unauthorized fixation, the reproduction of fixations, and the rebroadcasting by wireless
means of broadcasts, as well as the communication to the public of their television
broadcasts. However, it is not necessary to grant such rights to broadcasting organizations, if
owners of copyright in the subject-matter of broadcasts are provided with the possibility of
preventing these acts, subject to the provisions of the Berne Convention.

The term of protection is at least 50 years for performers and producers of phonograms, and
20 years for broadcasting organizations (Article 14.5).

Article 14.6 provides that any Member may, in relation to the protection of performers,
producers of phonograms and broadcasting organizations, provide for conditions, limitations,
exceptions and reservations to the extent permitted by the Rome Convention

Geneva Convention: The Phonograms Convention, adopted in Geneva in October 1971,
provides for the obligation of each Contracting State to protect a producer of phonograms
who is a national of another Contracting State against the making of duplicates without that
producer's consent, against the importation of such duplicates, where the making or
importation is for the purpose of distribution to the public; and against the distribution of
such duplicates to the public. WIPO is responsible, jointly with the International Labour
Organization (ILO) and the United Nations Educational, Scientific and Cultural Organization
(UNESCO), for the administration of this Convention.

Rome Convention:

The Rome Convention secures protection in performances for performers, in phonograms for

producers of phonograms and in broadcasts for broadcasting organizations.

(1) Performers (actors, singers, musicians, dancers and those who perform literary or artistic
works) are protected against certain acts to which they have not consented, such as the
broadcasting and communication to the public of a live performance; the fixation of the live

performance; the reproduction of the fixation if the original fixation was made without the
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performer's consent or if the reproduction was made for purposes different from those for

which consent was given.

(2) Producers of phonograms have the right to authorize or prohibit the direct or indirect
reproduction of their phonograms. In the Rome Convention, “phonograms” means any
exclusively aural fixation of sounds of a performance or of other sounds. Where a phonogram
published for commercial purposes gives rise to secondary uses (such as broadcasting or
communication to the public in any form), a single equitable remuneration must be paid by
the user to the performers, to the producers of the phonograms, or to both. Contracting States

are free, however, not to apply this rule or to limit its application.

(3) Broadcasting organizations have the right to authorize or prohibit certain acts, namely the
rebroadcasting of their broadcasts; the fixation of their broadcasts; the reproduction of such
fixations; the communication to the public of their television broadcasts if such

communication is made in places accessible to the public against payment of an entrance fee.

The Rome Convention allows for limitations and exceptions to the above-mentioned rights in
national laws as regards private use, use of short excerpts in connection with reporting
current events, ephemeral fixation by a broadcasting organization by means of its own
facilities and for its own broadcasts, use solely for the purpose of teaching or scientific
research and in any other cases where national law provides exceptions to copyright in
literary and artistic works. Furthermore, once a performer has consented to the incorporation
of a performance in a visual or audiovisual fixation, the provisions on performers' rights have

no further application.

As to duration, protection must last at least until the end of a 20-year period computed from
the end of the year in which (a) the fixation was made, for phonograms and for performances
incorporated therein; (b) the performance took place, for performances not incorporated in
phonograms; (c) the broadcast took place. However, national laws increasingly provide for a
50-year term of protection, at least for phonograms and performances.
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WCT :

The WIPO Copyright Treaty (WCT) is a special agreement under the Berne Convention
which deals with the protection of works and the rights of their authors in the digital
environment. In addition to the rights recognized by the Berne Convention, they are granted
certain economic rights. The Treaty also deals with two subject matters to be protected by
copyright: (i) computer programs, whatever the mode or form of their expression; and (ii)
compilations of data or other material (“databases").

WPPT:

The WIPO Performances and Phonograms Treaty (WPPT) deals with the rights of two kinds
of beneficiaries, particularly in the digital environment: (i) performers (actors, singers,
musicians, etc.); and (ii) producers of phonograms (persons or legal entities that take the
initiative and have the responsibility for the fixation of sounds).

UCC:

Universal Copyright Convention, (1952), convention adopted at Geneva by an international

conference convened under the auspices of UNESCO, which for several years had been

consulting with copyright experts from various countries. The convention came into force in
1955.

Its main features are the following: (1) no signatory nation should accord its domestic authors
more favourable copyright treatment than the authors of other signatory nations, though no
minimum protection for either domestic or foreign authors is stipulated; (2) a formal
copyright notice must appear in all copies of a work and consist of the symbol ©, the name of
the copyright owner, and the year of first publication; a signatory nation, however, might
require further formalities, provided such formalities do not favour domestic over foreign
works; (3) the minimum term of copyright in member nations must be the life of
the author plus 25 years (except for photographic works and works of applied art, which have
a 10-year term); (4) all adhering nations are required to grant an exclusive right of translation
for a seven-year period, subject to a compulsory license under certain circumstances for the
balance of the term of copyright.

The convention did not abrogate any other multilateral or bilateral conventions or
arrangements between two or more member states. Where there are any differences, the

provisions of the Universal Copyright Convention are to prevail except as regards the Berne
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Convention (g.v.), which takes priority over the UCC, and conventions or arrangements

between two or more American republics.

Q.3 Can copyright be assigned and licensed ?

Assignment of Copyright

» It is a pecuniary opportunity for the first owner of copyright. The assignment must
specify the amount of copyright [vide Section 19(3) of the Copyright Act]. The
creator shall not assign or waive the right to receive royalties to be shared on an equal
basis with the assignee of copyright, subject to certain conditions. [vide Section 18(1)
proviso of The Copyright Act, 1957

» In the case of an assignment of copyright in any future work, it shall take effect only
when the work comes into existence. In this regard, “assignee” includes the legal
representatives of the assignee, if he dies before the work comes into existence. [vide
Section 18(1) proviso of the Copyright Act]

» The ownership may be assigned either wholly or only for a part of the work in
question. [vide Section 18(1) of the Act]

» The Copyright Assignment must be in writing and signed by the assignor or by his
duly authorized agent. [vide Section 19(1) of the Act]

» The duration of assignment must also be specified. The Delhi High Court recognized
Section 19(5) and stated that if the assignment deed is silent about the duration, it

shall be deemed to be 5 years from the date of assignment

» The agreement deed may specify the territorial extent of such assignment. If silent, it

shall be presumed to extend within India. [vide Section 19(6) of the Act]

» The assignment shall be subject to revision, extension, or termination on terms

mutually agreed upon by the parties. [vide Section 19(3) of the Act]

* Where the assignee fails to exercise his rights within one year from the date of
assignment, the assignment in respect of such right shall be deemed to have lapsed,

unless otherwise specified in the assignment deed. [vide Section 19(4) of the Act]
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» If the assignment is in contrary to the terms and conditions of the rights already
assigned to a copyright society to which the creator is a member, it shall be deemed
void. [vide Section 19(8) of the Copyright Act

» The creator is entitled to subsequent royalties in the course of future exploitation of a
cinematographic film, which includes his work, other than by way of exhibitions in a
cinema hall. For example, the creator will be entitled to subsequent royalties for
satellite right, home video, internet rights, the etc. Similar clause has been added for
the case of sound recording. [vide Section 19(9) and 19(10) of the Copyright Act

» In the case of a manuscript, the copyright being a personal property of the owner can
be transmitted by testamentary disposition. [vide Section 20 of the Act]

* The equitable assignment is just the agreement to assign

» The assignee has the rights of- translation, abridgment, adaptation, dramatic and

filmmaking in the work.

» For relinquishment of work, the author has to give notice in prescribed form to the
Registrar of Copyrights or by way of public notice. On its receipt, Registrar shall
publish it in the Official Gazette. With 14 days of the publication, the Registrar shall
post the notice on the official website of Copyright Office, so that such notice remains
in the public domain for not less than three years. Such right shall cease to exist from

the date of the notice. [vide section 21 of the Copyright Act].

.Licensing of Copyright

The owner of copyright may grant a license to do any of the act in respect of which he has an

exclusive right to do. The license can be classified into following categories:

Voluntary license (Section 30)

The author or the copyright owner has exclusive rights in his creative work and he alone has
right to grant license with respect to such work. According to section 30 of the Copyright Act
1957, the owner of the copyright in a work may grant any interest in his copyright to any

person by license in writing, which is to be signed by him or by his duly authorised agent. A
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license can be granted not only in existing work but also in respect of the future work, in this
situation assignment shall come into force when such future work comes into existence.
Where a licensee of the copyright in a future work dies before such work comes into
existence, his legal representatives shall be entitled to the benefit of the license if there is no

provision to contrary.

The mode of license is like an assignment deed, with necessary adaptations and modifications
in section 19 (section 30A). Therefore, like an assignment, a license deed in relation to a

work should comprise of following particulars:

Duration of license

S

The rights which have been licensed

Territorial extent of the licensed

a o

The quantum of royalty payable

@

Terms regarding revision

=-h

Extension and termination
Voluntary licenses can be:

Exclusive - The term exclusive license has been defined in Section 2(j) as a license which
confers on the licensee and persons authorized by him, to the exclusion of all other persons,

any right comprised in the copyright work.

Non-exclusive — It does not confer right of exclusion. It is mere grant of an authority to do a
particular thing which otherwise would have constituted an infringement. When owner grants
an exclusive right, he denudes himself of all rights and retains no claim on the economic

rights so transferred.

Co-exclusive — Here the licensor grants a license to more than one licensee but agrees that it

will only grant licences to a limited group of other licensees.

Sole license — Where only the licensor and the licensee can use it to the exclusion of any

other third party.

Implied license — Author impliedly allows or permits the use of his work. For example, he

had knowledge that someone is using his work but he did not take any action.
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Compulsory License

Being a member of Berne Convention, India has incorporated the provision of compulsory
license in the Copyright Act, 1957. The Act provides for grant of compulsory license for

Indian work in the public interest, in certain circumstances:
Works Withheld from Public

The Indian Copyright Act provides for the grant of compulsory licences in work which has
been published or performed in public. It empowers the Appellate Board to direct the
Registrar to grant license, if a complaint is made to it in writing under the Act, during the
subsistence of copyright stating the necessary facts which are conditions precedent to its
exercise of power, provided the owner has been approached in the first instance for the grant
of license and it is only if he has refused to publish or allow the republication of the work and
by the reason of such refusal the work is withheld from the public. In case where two or more
persons have made a complaint, the licence shall be granted to the complainant who in the
opinion of the Copyright Board would serve the interest of the general public. In Super
Cassette Industries Ltd v. Entertainment Network (India) Ltd, Mumbai® the respondents who
were running a radio FM channel under the brand name Radio Mirchi, made several attempts
to obtain a license from Super Cassette Industries Itd (SCIL) to play its sound recordings but
failed to get it. The Copyright Board ultimately issued them a compulsory license against
which an appeal has been filed in the Delhi High Court. After contemplating over section 31,
Court observed that in case compulsory license had to be granted to all, then there was no
need of any enquiry as envisaged by section 31. The court also opined that once the copyright
was in public, refusal has to be made on reasonable and valid ground. While making an order
under section 31, the Board had to maintain a delicate balance between the private rights and
the copyright vis-a vis- public interest. The case was sent back to the Copyright Board for

fresh consideration.
Compulsory License in Unpublished or Published Work (Section 31-A)

According to this section, where the author is dead or unknown or cannot be traced , or the
owner of the copyright in such work cannot be found, any person may apply to the Copyright

Board for a licence to publish such work or translation thereof in any language.
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Before making such an application, the applicant should publish his proposal in one issue of a
daily newspaper in that language. The application to the copyright board should be in the
prescribed form and accompanied by the prescribed fee and with the copy of advertisement

issued.

The Copyright Board after making the certain prescribed enquires direct the Registrar of
Copyright to grant license to the applicant to publish the work or its translation subject to the
payment of royalty and other conditions.

Compulsory License for the Benefit of Disabled Persons (Section 31-B)

Any person working for the benefit of persons with disability on a profit basis or for business
may apply in prescribed manner to the Appellate Board for a compulsory licence to publish
any work in which copyright subsists for the benefit of such persons. However, where a
compulsory licence has been issued, the Appellate Board may on a further application and
after giving reasonable opportunity to the owners of the rights, extend the period of

compulsory licence and allow the issue of more copies as it deems fit. ©
Statutory License for Cover Versions (Section 31-C)

Cover means a sound recording made in accordance with section 31C. Any person desirous
of making a cover version, being a sound recording in respect of any literary, dramatic or

musical work with the consent or licence of the owner of the work, can do so.

The person making the cover version is required to give prior notice to the owner of the
copyright in such works and to the Registrar of Copyright at least 15 days in advance of
making the cover version. Advance copies of all covers with which the sound recording is to
be sold to be provided or royalties to be paid in advance. One royalty in respect of such sound
recordings shall be paid for a minimum of fifty thousand copies of each work during each
year. The Delhi High Court in Star India Pvt Ltd v. Piyush Aggarwal’, stated that sound
recording included a subsequent original sound recording made from the musical and literary
work and which was called a version recording i.e. a sound recording made after a first sound

recording was made by use of the musical work and literary work.

Statutory Licensing for Broadcasting of Literary and Musical Work and Sound Recording
(Section 31-D)
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Any broadcasting organization, desirous of communicating published work to the public by
way of broadcast (by way of television broadcast or radio) or a performance of any published
musical/ lyrical work and sound recording, can do so by giving prior notice of this intention
to the owners. The notice must specify the duration and territorial coverage of the broadcast.
Corresponding royalties are required to be paid to the owner of copyrighted work. Rates of
television broadcasting are different from the rate fixed with respect to radio broadcasting. At
the time of fixing the rate of royalty the Copyright Board may ask the broadcasting

organisation to deposit some amount of money in advance to the owner.

License to Produce and Publish Translation of Literary or Dramatic Work in any Language
(Section 32)

Section 32 of the Copyright Act provides that after expiry of a period of seven years from the
first publication of a literary or dramatic work, any person may apply to the Copyright Board
for a license to produce and publish a translation of work. Where the work is not Indian work,
any person may apply to the Board for a license to produce and publish a translation in
printed or analogous form of reproduction of a literary or dramatic work in any language in
general use in India after a period of three years from the first publication of such work, if
such translation is required for the purpose of teaching, scholarship or research. But where
translation is in a language not in general use in any developed country, such application may

be made after the period of one year from such publication.
License to Reproduce and Publish Works for Certain Purposes (Section 32-A)

According to this section, any person may apply to the Copyright Board for a license to
reproduce and publish any literary, scientific or artistic work after the expiration of the
relevant period from the date of first publication of an edition of such work, if the copies of
such edition are not made available in India , or such copies have not been put on sale in
India for a period of six months to the general public or in connection with systematically
instructional activities at a price reasonably related to that normally charged in India for
comparable works by the owner of the right of reproduction or by any person authorised by
him in this behalf.

The period prescribed are:
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o Seven years for work related to fiction, poetry, drama, music or art

o Three years for works related to natural science, physical science mathematics or
technology

o Five years for any other work

Q.4 What do you understand by Authorship and Ownership of
Copyright?

Owner of a copyrighted work

As a general rule, the author of a work is the first owner of copyright in a work. For an
original literary, musical, dramatic and artistic work, it is the person who created or
composed such work and for a sound recording and cinematograph film, it is the producer of
such a work. In case of a photograph, it is the photographer. For computer-generated works,
the author (ie, first owner of copyright) is the person who causes the work to be created.

The exceptions to this rule are covered in section 17 of the Copyright Act, as summarised

below:

e In the case of literary, dramatic or artistic works made by the author in the course of
his or her employment by the proprietor of a newspaper, magazine or similar
periodical under a contract of service or apprenticeship for the purpose of publication
in the newspaper, magazine or periodical, then the proprietor of the publication shall
be the first owner of the work for the purposes of its publication in a newspaper,

magazine or similar periodical. In all other respects, the author is the first owner.

e In the case of a work that is a photograph, painting, portrait, engraving or
cinematograph film that has been created at the instance of any person for valuable
consideration, then such person is the first owner of the copyright in the work.
However, this does not affect the rights of an author in any original literary, dramatic,

musical or artistic work that is incorporated in a cinematograph film.

e In the case of Indian Heritage Society & Anr v Meher Malhotra & Anr [CS(OS)No.
2717 of 2011], the Delhi High Court granted a permanent injunction in favour of the
plaintiff who was not the photographer, but was held to be the first owner of copyright
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Q.5

in the photographs. This was because it was at the plaintiff’s instance that the
photographs were taken for a valuable consideration paid to the photographer.

In the case of a work created by an author in the course of his or her employment
under a contract of service or apprenticeship, then the employer is the first owner of
the work. However, this does not affect the rights of an author in any original literary,
dramatic, musical or artistic work that is incorporated in a cinematograph film as has

been clarified by the 2012 amendments to the Copyright Act.

In the case of any address or speech delivered, the person making the address or
delivering the speech, or the person on whose behalf he or she does so, is the first

owner of the work.
In the case of a government work, the government is the first owner of the work.

In the case of a work made or first published by a public undertaking, the public
undertaking will be the first owner of the work.

In the case of works created by international organisations, the international

organisation would be the first owner of the work.

What are the available to the copyright owner. What does

Copyright  Infringement mean and what are the remedies

available to the copyright owner in case of infringement of

copyright?

Rights of a Copyright Owner

A copyright owner is entitled to the following economic rights(S.14)-

Produce their work in public

Publish their work

Perform their work in public

Translate their work

Make any cinematograph film or a record of their work
Broadcast their work

Make an adaptation of their work
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o Make copies of their work and distribute them
o Make derivatives of their work
o Prevent others from making unauthorized use of copyrighted work

A copyright owner is also entitled to the following moral rights (S.57)

e Right of paternity: refers to a right of an author to claim authorship of work and a
right to prevent all others from claiming authorship of his work

e Right of integrity: integrity empowers the author to prevent distortion, mutilation or
other alterations of his work, or any other action in relation to said work, which

would be prejudicial to his honour or reputation

Meaning of Copyright Infringement

Use of any copyrighted work without the permission of the owner amounts to copyright
infringement. Infringement occurs when a person intentionally or unintentionally copies/uses
the work of another without credit. Infringement is usually classified into two categories-

primary infringement and secondary infringement.

Primary infringement is the actual act of copying, while secondary infringement includes
unauthorised dealings like selling the pirated books, importing, etc. In the case of secondary
infringement, knowledge of infringement is present with the infringer while in the case of

primary infringement, knowledge may or may not be present.

When does Copyright infringement occur?

In India, copyright infringement occurs when-

1. Copies of copyrighted work are made for sale/hire without permission or authority,
like in the case of online piracy

A copyrighted work is performed in a public place

Infringing copies are distributed for the purpose of trade and personal gains

Public exhibition of infringing copies by way of trade prejudicial to the owner

o b~ N

Infringing copies are imported from another country into India

Acts Not Constituting Infringement [S. 52(1)]
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The Copyright Act provides certain exceptions to infringement. The object of these
provisions is to enable the encouragement of private study and research and promotion of
education. They provide defenses in an action for infringement. The exceptions come under
the following categories:

reproduction for use in judicial proceedings and for use of members of the legislature,
publication of short passages, restricted reproduction or performance for educational
purposes,

making of records under license from Copyright Board on payment of royalty,

playing of records or performance by a club or society for the benefit of the members of
religious institutions,

reproduction of an article on current economic, political, social or religious matters in
newspapers, magazines etc,

reproduction of a few copies for use in libraries or for research or private study,

matters published in official gazettes including Act of Parliament (subject to certain
conditions ) or its translation,

making of a drawing, engraving or photograph of an architectural work of art, or a sculpture
kept in a public place,

use of artistic work in a cinematography film,

use of an artistic work (author not the owner of copyright) by the author of any mould, cast,
sketch, plan, model, etc., made by him for the work,

making of an object in three dimension of an artistic work in two dimensions subject to
certain condition, and

Reconstruction of a building in accordance with architectural drawings.

Fair dealing without commercial benefits.[S.52(1)(a)]

Actions against Copyright Infringement

The key requirements for taking an action against copyright infringement include:

1. Proof of ownership of copyright
2. Substantial similarity between the original and the infringed copy

3. Copying amounts to improper appropriation

27| Page

COPYRIGHT FIMT 2020




The first thing to do is to send a legal notice for copyright infringement to the person or entity
guilty of copyright violation. In the case of online copyright infringement, a takedown notice
may be sent to the person or company involved. A copyright owner can take several actions

against copyright infringement under the civil and criminal laws

Remedies for Copyright Infringement

Civil remedy— The civil actions against copyright infringement are given under Section 55 of
the Copyright Act, 1957. Under a civil action against copyright infringement, the court can

grant the following reliefs:

The copyright owner is entitled to remedies by way of injunctions, damages and accounts
against the Infringer.

Criminal Remedy— Copyright infringement is a criminal offence under Section 63 of the

Copyright Act which envisages that any person who knowingly infringes or abets the

infringement of the copyright in a work shall be punishable with imprisonment for a term
which shall not be less than six months but which may extended to three years and with fine

which shall not be less than fifty thousand rupees but which may extend to two lakh rupees.

UNIT-11 : TRADEMARK

Q.1 What is Trademark. What are the types of Trademark?

What is a Trademark?

A “Trade mark” [TM] is defined under Section 2(zb) of the Indian Trademarks Act, 1999 as
“mark capable of being represented graphically and which is capable of distinguishing the
goods or services of one person from those of others and may include a shape of goods, their

packaging, and combination of colors.”

Simply put, a trademark may include a device, brand, heading, label, ticket, name, signature,

word, letter, numeral, shape of goods, packaging or combination of colors or any such
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combinations. (Section 2(m)). The only qualification for a trademark being its capacity
to distinguish the goods or services of one person from that of another.

In order to understand the requirements for choosing a proper trademark for your business,

you may refer to our previous blog post that cannot be registered.

What are the types of Trademarks?
A trademark may be divided into the following categories:

1. Word marks: Word marks may be words letters or numerals. A word mark gives the
proprietor a right only in the word, letter or numerical. No right is sought with respect to the

representation of the mark.

2. Device marks: Where the trademark lies in the unique representation of a word, letter or

numerical, it is called as a device mark.

3. Service Marks: A service mark is nothing but a mark that distinguishes the services of one
person from that of another. Service marks do not represent goods, but the services offered by

a person/ company.

They are used in a service business where actual goods under the mark are not traded. It is a
mechanism available to protect marks used in the service industry. Thus businesses providing
services like computer hardware and software assembly and maintenance, restaurant and
hotel services, courier and transport, beauty and health care, advertising, publishing,
educational and the like are now in a position to protect their names and marks from being
misused by others. As service marks, the substantive and procedural rules governing the

service marks are fundamentally the same.

4. Collective Marks: Marks being used by a group of companies can now be protected
by the group collectively. Collective marks are used to inform the public about a
particular feature of the product for which the collective mark is used. The owner of
such marks may be an association or public institution or cooperative. Collective
marks are also used to promote particular products which have certain characteristics

specific to the producer in a given region.
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5. Certification Marks: Certification marks are used to define standards. They assure the

consumers that the product meets certain prescribed standards. The presence of a certification
mark on a product indicates that the product has successfully gone through a standard test
specified. It assures the consumer that the manufacturers have gone through an audit process
to ensure the quality of the product. For example, Toys, Electrical goods, etc. have such

marking that indicates the safety and the quality of the product.

The difference between the certification mark and the collective mark is that the collective
mark is used by a particular enterprise or members of the association while a certification
mark may be used by anybody who meets the defined standards.

30| Page
COPYRIGHT FIMT 2020




6. Well-known marks: When a mark is easily recognized among a large percentage of the

population it achieves the trademark status of a well-known mark. Well-known marks enjoy

greater protection. Persons will not be able to register or use marks, which are imitations

of well-known trademarks. In order to be well-known, a trademark needs to be

known/recognized by a relevant section of people. These people include actual or potential
customers, people involved in the distribution and business service dealing with the
goods/services. Now you can declare your mark as well known marks and learn more

details here.

7. Unconventional Trademarks: A non-conventional trademark, also known as
a nontraditional trademark, is any new type of trademark which does not belong to a pre-
existing, conventional category of trade mark, and which is often difficult to register, but
which may nevertheless fulfill the essential trademark function of uniquely identifying the

commercial origin of products or services.
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Unconventional trademarks include the following categories::

Colour Trademark: If a particular color has become a distinctive feature indicating the
goods of a particular trader it can be registered as a trademark. For example, Red Wine.

Sound Marks: Signs which are perceived by hearing and which is distinguishable by their
distinctive and exclusive sound can be registered as sound marks. For example, the MGM’s

roar of a lion.
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Russian Trademark Reglstration 251933

Shape Marks: When the shape of goods, packaging has some distinctive feature it can be

registered.

32| Page
COPYRIGHT FIMT 2020



https://www.intepat.com/blog/trademark/registering-sound-marks-india/

Smell Marks: When the smell is distinctive and cannot be mistaken for an associated product

it can be registered as a smell mark. For example, Perfumes

Q. 2 What are the grounds for refusal of registration of a trade
mark ?

Registration of a trade mark can be refused on the following grounds:

Absolute Grounds

Section 9(1) to (3) of the Trade Marks Act lists the absolute grounds for refusal of

registration.
Section 9(1) prohibits the registration of those trade marks-

(a) which are devoid of any distinctive character, that is to say, not capable of distinguishing

the goods or services of one person from those of another person;

(b) which consist exclusively of marks or indications which may serve in trade to designate
the kind, quality, quantity, intended purpose, values, geographical origin or the time of
production of the goods or rendering of the service or other characteristics of the goods or

services; or
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(c) which consist exclusively of marks or indications which have become customary in the
current language or in the bona fide and established practice of the trade. However, a trade
mark shall not be refused registration, if the mark has in fact acquired a distinctive character
as a result of the use made of it or is a well known trade mark before the date of application
for registration.

The basis of Section 9(1) is that a trader should not obtain a statutory monopoly through
registration in a word which another trader might legitimately wish to use. A competitor
should of course be entitled to make bonafide use of the word, to describe his goods or the
place of manufacture. If a word, however, through use has become clearly associated in
public mind with the goods/service of a particular trader, then it could not be legitimately
used as a trade mark by a competitor. For this purpose the onus is on the applicant to show by
cogent evidence that the trade mark, by reason of use has acquired distinctiveness in relation

to his goods or services.

If a trade mark is devoid of distinctive character, the same can not be registered. In Ambalal
Sarbhai Enterprises Limited v. Tata Oil Mills Company Limited 1988 OTC 73 Bom, it was
held that the word PROMIX was distinctive. The Court held that even though there are many
trade marks in the register with the prefix PRO which is common to the trade, the applicants
have particularly coined the word PROMIX and the same was not known earlier. Applicants
are the proprietors of a series of trade marks having prefixed PRO as a leading distinguishing

feature. Their trade mark is distinctive and so can be registered under the Act.

Length of user is a material factor to acquire distinctiveness in a trade mark (Durga Dutt
Sarma v. Navaratna Pharmaceutical Laboratories, AIR 1962 Ker 156). This view was
affirmed in Kaviraj Pandit Durga Dutt Sharma v. Navaratna Pharmaceuticals Laboratories,
AIR 1965 SC 980. The Apex Court held that the length of user would, of course, be a

material factor for the mark to become distinctive.

In Mahendra & Mahendra Paper Mills Ltd. v. Mahindra & Mahendra Ltd., AIR 2002 SC

117, the Supreme Court observed

"...the name has acquired a distinctiveness and a secondary meaning in the business or trade
circles. People have come associate the name "Mahindra™ with a certain standard of goods
and services. Any attempt by another person to use the name in business and trade circles is

likely to and in probability will create an impression of a connection with the plaintiffs' group
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of companies. Such user may also affect the plaintiff prejudicially in its business and trading

activities."”
Section 9(2) states that a mark shall not be registered as a trade mark if —
(a) it is of such nature as to deceive the public or cause confusion;

(b) it contains or comprises of any matter likely to hurt the religious susceptibilities of any
class or section of the citizens of India;

(c) it comprises or contains scandalous or obscene matter;

(d) its use is prohibited under the Emblems and Names (Prevention of Improper Use) Act,
1950.

Under Section 9(2), if the confusion arises from any factor whatsoever, even without
involvement of any other mark or there being no similarity with any other mark, the
registration may still be refused if the impugned mark is of such nature that it will cause
confusion. For a successful opposition the opponent has to establish by proper evidence that
its mark had acquired reputation by use and the mark of the applicant if registered is likely to

cause confusion (Anglo-French Drug Co. v. Brihans Laboratories, 1995 IPLR 7).

The medical preparations sold at the prescription by doctors and supplied by qualified
pharmacists have been considered a special case for determining deceptive similarity. The
test was not of the ordinary customers but whether the pharmacists or doctors would be
confused. Therefore, in the field of drugs and chemicals, the names with small variations are
allowed. In Burrogh Wellcome v. Uni Sole Pvt. Ltd., 1999 PTC 188, the Bombay High Court
has applied the test of person of ordinary intelligence as against doctors and pharmacists. The
Court took the judicial notice of the fact that various medicines which are required by law to
be sold per prescription, in actual practice they are sold without such prescription inspite of

the mandate of the law.

Section 9(3) prohibits registration of a mark, if it consists exclusively of shape of goods
which results from the nature of the goods themselves or which is necessary to obtain a
technical result or which gives substantial value to the goods. It is, however, explained that
the nature of goods or services in relation to which the trade mark is used or proposed to be

used shall not be a ground for refusal of registration.
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Section 9(3) is intended to prevent permanent monopolies being created under the Trade
Marks Act, by reason of trade marks constituted by the shape of goods giving the proprietor a
permanent and substantial advantage over his potential competitors. It is considered that will
create unacceptable distortions in the market.

In order to avoid an objection, a mark constituted by a shape must be sufficiently different
from a shape which is - (a) characteristic of the product; (b) the norm or customary in the
sector concerned. In other words, the shape should not be descriptive and must stand out from
the crowd, and in the case of new product development must not be a shape likely to be taken
for the product concerned.

The fact that functional claim has been previously made in a patent application will be prima
facie evidence that those aspects of the shape covered by the patent claim are necessary to
achieve a technical result. This will attract objection under section 9(3)(b). The test is
whether there are any significant aspects of the shape or its arrangement which are not only
attributable to the achievement of a technical result.

The shape of an ornamental lamp, for example would appear to add substantial value to the

goods by making it attractive. This would attract objection under section 9(3)(c) and also

9(3)(a).
Relative Grounds

Section 11 of the Trade Marks Act stipulates that where there exists a likelihood of
confusion on the part of the public because of the identity with an earlier trade mark or
similarity of goods or services, the trade mark shall not be registered. The registration of a
mark which is merely reproduction or imitation of a well-known mark is also prohibited.
Sub-section (3) prohibits the registration of a trade mark if or to the extent that, its use in
India will be prevented by law of passing off or under the law of copyright unless the

proprietor of the earlier trade mark consents to such registration.

The term “earlier trade mark™ as per the Explanation appended to this Section means a
registered trade mark or an international registration or a convention application which has a
date of application earlier than the trade mark in question, or a trade mark, which on the date
of application for registration or on the date of priority claimed was entitled to protection as a

well known trade mark.
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The proprietor of earlier trade mark is entitled to oppose the registration of a trade mark and
prove it. In the opposition proceeding the Registrar shall protect a well-known trade mark
against identical or similar trade marks and take into consideration the bad faith of either the
applicant or the opponent affecting the rights relating to the trade mark. Further, the section
also lays down the factors which the Registrar is required to take into account while
determining the status of a well-known trade mark. The Section also lays down the facts to be
considered by the Registrar in determining whether a trade mark is known or recognised in a
relevant section of the public.

What is a well known trade mark, the Delhi High Court held in Tata Sons Ltd. v. Mr. Md.
Jawed & Anron (March, 2011) held that a well known trade mark is a mark which is widely
known to the relevant section of the general public and enjoys a comparatively high
reputation amongst them. Further, the Court observed that the owner of a well known trade
mark may (i) seek cancellation or (ii) prevent registration of a trade mark which is same or
similar to the well known mark irrespective of whether the impugned mark is in relation to
identical or similar goods or services or in relation to other categories of goods or services.
He may also prevent others from incorporating the well known trade mark as a part of their
corporate name/business name. Even if a well known trade mark is not registered in India, its
owner may avail these rights in respect of the trade mark registered/used or sought to be
registered/used in India, provided that the well known mark is otherwise known to or
recognized by the relevant section of public in India. The Trade Marks Act, 1999 accords a
statutory protection to well known marks, irrespective of whether they are Indian marks or
foreign marks. The existence of actual confusion or a risk of confusion is, however, necessary

for the protection of a well known trade mark, as a result of infringement.
0.3 How a Trademark is Registered?

The application must be finalized in the office of the Trademarks Registry within whose
territorial limits the principal place of business in India, of the applicant is located. After
application for registration of a trademark is complete the same is sent for examination.
Examination of Trade Mark application will cover examination as to compliance
with—
1. Filing requirements governed by procedure prescribed under the Trade
Marks Act and Trade Marks Rules

2. Substantive requirements for registrability of the mark
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In particular, the official assigned examination duties will scrutinize the application as
to-

1. whether the application has been filed in the manner as prescribed in the

Trade Marks Rules 2002

2. whether any same/similar mark in respect of same/similar goods/services is

there on record

3. whether the trademark applied for registration can be accepted for

registration under the Trade Marks Act 1999

4. whether any restriction, condition or limitation is required to be imposed.

The Examiner (includes a Senior Examiner) doing the examination work will give a
consolidated ‘Examination Report’ mentioning the objections (if any) as to the
acceptance of application for registration; or as the case may be, forward a proposal to
accept the application with or without any restriction, condition or limitation on the
use of trademark. A computer generated ‘Search Report’ short listing conflicting
marks on record will be attached with the Examination Report. The examiner will
mention all existing deficiencies in the application and will raise all applicable
objections to the acceptance of application for registration of trademark. The applicant
(it includes the applicant’s authorized agent) is required to respond to the Examiner’s
objection(s) within a period of one month from the date of receipt of Examination
Report. The reply to the Examination Report together with evidence of use of the
trademark in India and other documents attached with the reply will be duly
considered. In case the objections cannot be waived an opportunity of a Hearing will
be given to the applicant. The application will thereafter be accepted with or without
any restriction, condition or limitation on the use of trademark; or as the case may be,
it will be refused for registration. The decision as to acceptance or refusal of the
application will be communicated to the applicant. The accepted application will

thereafter be advertised in the Trade Mark Journal

2.3 Acceptance & Advertisement

Where an application is Advertised before Acceptance and there is no opposition, it is
a necessary statutory requirement that the application should be accepted on the file
by the Registrar or an authorized officer before the mark is allowed to be registered.
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Section 20 of the Trade Marks Act 1999 states that- When an application for
registration of a trade mark has been accepted whether absolutely or subject to
conditions or limitations, the Registrar shall, as soon as may be after acceptance,
cause the application as accepted together with the conditions or limitations, if any,
subject to which it has been accepted, to be advertised in the prescribed manner:
Proviso to section 20 enables the Registrar to cause an application for registration of
trade mark to be Advertised Before Acceptance if it relates to a trade mark to which
subsection (1) of section 9 and sub-sections (1) and (2) of section 11 apply. Such a
course can also be adopted by the Registrar in any other case where it appears to him

to be expedient “by reason of any exceptional circumstances so to do”.

It is felt that this provision should not be routinely used by the Examiner to advertise
trade marks even in cases where there is strong objection to the registration of the
mark under section 9 or 11. After advertisement if there is no opposition the mark
may generally proceed to registration. Thus, the provision for Advertisement Before
Acceptance, as the law itself enacts, should be invoked in ‘exceptional
circumstances” . Where the Examiner finds strong evidence of bonafide commercial
adoption and use of the mark, the Examiner or the Hearing Officer may “Accept” the
application and order the mark to be advertised “as accepted”. A cross notice may be
issued to the registered proprietor or the prior applicant in suitable cases or when there
is request on form TM-58. This will enable him to oppose the registration, if he

chooses to do so.
Section 19 enables the Registrar to withdraw acceptance of an application in error

or in circumstances that the trade mark should not be registered or should be

registered

subject to conditions or limitations

2.4 Opposition

The individual application are vital, it is to be noted that ‘Precedents’ are of great

value, though not decisive.
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A Notice of Opposition to the registration of a trade mark must be given within three
months from the date of advertisement or re-advertisement of the application in the

Trade Marks Journal or within such further period not exceeding one month in the

aggregate as the Registrar, on application made to him on Form TM-44 may allow
[(See Rule 47(6)].

Section 11(3) provides as follows:

A trade mark shall not be registered if, or to the extent that, its use in India is liable to
be prevent by virtue of any law in particular the law of passing off protecting an
unregistered trade mark used in the course of trade; or by virtue of law of copyright.
Objection under section 11(3) call for evidence of facts from which it could be
properly concluded that normal and fair use of the trade mark for the purpose of
distinguishing the goods/services of the applicant from those of others was liable to be
prevented at the date of application for registration of the later mark by enforcement

of rights in a passing of action or under copyright law.

Section 91 of the Trade Marks Act, provides for an appeal against an order or decision
of the Registrar to the Intellectual Property Appellate Board (IPAB). In some cases,
parties may also invoke the writ jurisdiction of High Courts. It is obvious, therefore,
that whenever the Registrar or any officer acting for him passes an order as a tribunal
under the Act it should be a reasoned and a speaking order.[See Rule 40 of Trade
Marks Rules, 2002].

In this reference, the principle laid down by the Supreme Court, “The Court insists
upon disclosure of reasons in support of the order on two grounds — one, that the party
aggrieved in a proceeding before the High Court or this Court has the opportunity to
demonstrate that the reasons which persuaded the authority to reject its case were
erroneous; the other, that the obligation to record reasons operates as a deterrent
against possible arbitrary actions by the executive authority invested with judicial
power” (Travancore Rayon v. Union of India AIR 1971 SC 862, at p.866)

2.5 Procedural formalities
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The examination of trade marks for acceptability under the Trade Marks Act

1999 must be by reference to the provisions of that Act and Rules structured there
under taking into account the recognized practice of the Registry and the law as laid
down or approved by the Intellectual Property Appellate Board (IPAB) and by Courts
in India which is binding on the Registrar.

India accepted the International Convention for Protection of Intellectual Property and
TRIPS Agreement, the administration of the Act will need to be in harmony with
international practice. Accordingly, European Trade Mark Reports (ETMRs), Fleet
Street Reports (FSRs) the US Trade Marks Reports will continue to be followed by
India. The Registry in India broadly matches up with the practice existing in the U.K.

An Application for registration of registered user will be filed by the registered

proprietor and proposed user jointly on form TM-28 along with the prescribed fees

together with the following documents.

1. Agreement in writing between the registered proprietor and proposed user or duly
authenticated copy thereof with respect to the permitted use of the trade mark. It is to
be noted that in terms of sub-rule (4) of Rule 80 no application will be entertained

unless the same has been filed within 6 months from the date of agreement.
2. Document and correspondence, if any mentioned in the agreement or
authenticated copies thereof

3. An affidavit of the registered proprietor or by some person authorized, testifying to

the genuineness of the documents accompanying the application.
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Section 50(1)(d) empowers the Registrar to cancel the registration of a registered user
of his own motion or on an application of any person on the ground that any
stipulation in the agreement regarding the quality of goods/services is either not being
enforced or not being complied with. Section 47 provides two alternative grounds for
removal of mark on ground of non-use. Correction or amendment similar to those
envisaged by section 58(1) in respect of registered trade mark is contemplated under
sub-section (2) in respect of the registered users. Such as, a) any error in the name,
address or description of the registered proprietor of a trade mark, or any other entry
relating to the trade mark; b) any change in the name, address or description of the
person who is registered as proprietor; c) cancellation of the entry of a trade mark; d)
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striking out of any goods or classes of goods or services in respect of which the mark
is registered. Rule 91 prescribes the procedure for the purpose. Section 59(1)
expressly prohibits any addition or alteration in a manner substantially affecting the
identity of the registered trade mark. Section 25(4) provides for restoration of
removed trade mark to the register and its renewal upto one year after the expiration
of the last registration. In such cases, the request has to be made on form TM-13 along
with prescribed fees plus the applicable renewal fees otherwise sub-section (3) of
section 25 enables the registered proprietor to get the registration renewed for a period
of 10 years, on an application made in the prescribed form (TM-10) and payment of
prescribed fee and surcharge within six months from the expiration of last
registration.

Q.4 “Internet domain names are also entitle to protection as ‘Trademark’.

Comment.?

The Internet Domain Names have now become much more than mere representing the
websites of different companies on the Internet. Today, in this age of well-developed
information technology and worldwide businesses through Internet, these domain names have
attained the status of being business identifiers and promoters. Since the commercial
activities on the Internet are to go on increasing day by day, the importance and usefulness of
domain names too, are to be enhanced for the purposes of greater publicity, popularity, and
profitability of businesses in all economic sectors. According to Bill Gates, the founder of
Microsoft, "Domains have and will continue to go up in value faster than any other
commodity ever known to man". Broadly, the functions of domain names are now quite
similar to the functions of a trademark or service mark, for these purposes. Ours this very
informative web-article offers rich and hugely beneficial and securing information regarding
the registration and protection of the domain names as trademarks, with a view to help and
serve people, companies, and professions pertaining to diverse occupational and economic
fields.

Functions of A Domain Name and A Trademark

A Domain Name is a quite user-friendly form of an Internet Protocol (IP) address; the
technical IP address of this being invisible to the viewers. Addresses to the Internet Web

Servers are assigned and managed through the Domain Name System (DNS), the globally
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distributed internet database administered by ICANN. An example of a domain name is
"inta.org”. The name portion of a domain name [here, inta] is called as the Second-Level
Name, and this unique and scintillating name is to be created or selected by the domain name
applicant. The end portion of a domain name [here, .org] is termed as the Top-Level Domain
(TLD); and is further classified into the categories of the Generic Top-Level Domains
(gTLDs) and the Country-Code Top-Level Domains (ccTLDs). Some of the most common
and popular categories of the top-level domains are .com; .org; .gov; .net; .in; etc.

Generally, a domain name performs the same functions online, which a trademark serves in
the offline business dealings and transactions. While the trademark is striking graphic
signifier of your product or company, the domain name is magnificent navigator to your
company on the internet, and the virtual image of your business. Duly registered and
protected trademark and domain name can offer the following main benefits: ---

e A trademark or service mark promotes and protects your brand name, while a
registered and protected domain name provides you protection against any

unauthorized use of your domain name by any person or entity.

o Trademark supports the face value of your business or profession, while a domain
name increases access value of your business from any remote place of the world

over.

e A trademark (or service mark) makes your any product (or service) prominent in the
concerned marketplace, while a domain name can also function to deliver your

product or service to your customers worldwide.

Thus, a well-protected domain name is certainly immensely helpful for security, worldwide
prominence, and profitability of a business, quite like an internationally protected trademark
or service mark. Hence, proper registration and protection of both the trademark and domain

name are advisable and imperative.

Can Internet Domain Names be Registered and Protected As Trademarks or Service
Marks?
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Yes, domain names can also be registered and protected as trademarks or service marks at the
national and international levels, provided that the domain names do satisfy all conditions to
be duly registered and protected like the trademark and service marks.

Any unique internet domain name which is capable of identifying and distinguishing goods
or services of a company from that of other companies, and can also act as a reliable source
identifier for the concerned goods or services on the internet, may be registered and thus
protected as trademark, if it satisfies all other rules and requirements for registration which
are commonly applicable to the trademarks and service marks. Again, for proper registration
of a domain name as a trademark or service mark, this must be unambiguously unique from
all other domains names and well-known trademarks on the internet, so that it does not
mislead, confuse, or deceive customers of other companies engaged in the same or different
fields, or violate public order or morality. Such cases may give rise to instances of trademark
infringement litigation. Exclusive information about registration and protection of domain

names as trademarks in India and abroad is provided in the sections below.

In this connection, the following judgment of the Honorable Supreme Courts of India is
worth mentioning, which was extended in the case of Satyam Infoway Ltd. Vs Sifynet
Solutions Pvt. Ltd. [Where the matter for consideration before this Apex Court of India was
whether Internet Domain Names are recognizable as other Intellectual Properties such as
Trademarks]: --- "The original role of a domain name was no doubt to provide an address for
computers on the internet. But the internet has developed from a mere means of
communication to a mode of carrying on commercial activity. With the increase of
commercial activity on the internet, a domain name is also used as a business identifier.
Therefore, the domain name not only serves as an address for internet communication but
also identifies the specific internet site, and distinguishes specific businesses or services of
different companies. Consequently a domain name as an address must, of necessity, be
peculiar and unique and where a domain name is used in connection with a business, the
value of maintaining an exclusive identity becomes critical. "As more and more commercial
enterprises trade or advertise their presence on the web, domain names have become more

and more valuable and the potential for dispute is high."

Trademark Protection VVs. Domain Name Protection
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Trademarks or service marks are provided recognition and protection in only those national
and international jurisdictions, where these are properly registered; these may not attain
trademark protection worldwide. The domain names as trademarks or service marks are
registered and protected at the entire global level supremely by only one organization which
is ICANN [Internet Corporation for Assigned Names and Numbers], along with the national
and international protection under the directly concerned national Trademark Law and
diverse International Trademark Treaties of the world. Any national or international
trademark law is not fully capable of protecting a domain name in countries of the world
over. To meet this vital objective, the ICANN with support of the WIPO (World Intellectual
Property Organization) prescribed the following two strong and strict measures --- a rigorous
and censorious system of registration of domain names with accredited registrars [by
ICANN]; and an efficient and efficacious dispute resolution policy, named as the Uniform
Domain Name Disputes Resolution Policy (UDNDR Policy).

For a dispute resolution under the UDNDR Policy of October 1999, a person or entity may
formally complain before the competent administration-dispute-resolution services providers
[listed by ICANN under Rule 4(a)], that:

1. Any specified domain name is very strikingly or confusingly similar to a previously
registered domain name or trademark of the complainant

2. Any accused domain name has been registered, and is blatantly being used in bad
faith

3. There exists any certain case of trademark infringement against the complainant

Today, the domain name registrars duly authorized by the ICANN, operate a dispute
resolution procedure under the UDNDR Policy, for the purposes of providing efficient and
rigorous remedy against bad faith and abusive registration of domain names which violate the

trademark rights of the complainants.
Protection of Domain Names in India

The protection of domain names in India has been deeply felt and approved by the law courts
of the country, like the protection enjoyed by the trademarks or service marks; provided that
the proposed domain name fulfils all requirements to be properly registered under the Indian

trademark law. Any person or business or professional entity may obtain protection to
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his/her/its newly created domain name in entire India under the Trade Marks Act of 1999 and
the Trade Marks Rules of 2002, and all amendments made in these so far. For the purpose of
worldwide protection of registered domain names, the concerned people or entity has to
follow the above-mentioned system or procedure. Here, it may be reiterated that a well-
protected domain name will offer to the registrant all those legitimate rights and authorities
which are commonly availed by the owners of registered trademarks or services marks in
India. The rights to take rigorous and drastic actions against any infringement cases
connected with the registered and protected domain name within the Indian jurisdictions, are
essentially covered by these rights granted to the registrant of domain name by any regional
Trademarks Office of India.

In this connection, the opinion and judgment of the law courts of India, essentially including
the Apex Court, are expressed explicitly during the handling of many domain-name related
law cases, particularly the cases of Satyam Infoway Ltd. Vs Sifynet Solutions Pvt. Ltd;
and the Tata Sons Ltd. Vs Manukosuri and Others.

Q.5 Difference Between Infringement and Passing off of
Trademark?

Infringement of Trademark:

Any person who trespasses the rights conferred by registration of a trademark
infringes the registered trademark for example by adopting identical or
deceptively similar trademark. In case a trademark is not registered then the
trademark can be protected under passing off. The idea used for infringement is
the same used for passing off but the two differ in two fundamental aspects;
passing off is concerned with only one method of passing off, namely use of a
trademark; once a mark is shown to offend, the user of it cannot escape by
showing that he has adopted the name outside the area where the proprietor of the
actual mark has attained distinction. The present Act of 1999 now gives
recognition to certain concepts like dilution of trademark, erosion of distinctive

character of trademark and damage to reputation. These were not covered under
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the previous Act of 1958. The concept of dilution has been dealt with in the |

module under the “concepts” subtopic.

Essentials:

When the rights conferred upon registration are trespassed, amounts to
infringement. An infringement should constitute the following essentials (a) the
infringing mark must be either identical with or deceptively similar to the
registered trade mark; (b) the goods or services in respect of which it is used must
be specifically covered by the registrar.

It was held in Parker Knoll that the marks have to be very similar marks have so
as to “nearly resemble” the registered mark and “likely” to deceive or cause
confusion among consumers. It is not a necessity that it should be intended to
deceive or intended to cause confusion. It is the probable effect on ordinary people

that have to be taken into consideration for determining deception or confusion.

The question of similarity between two trademarks and the likelihood of deception
or confusion arising from their use is not to be decided in vacuo but to be
determined always in the background of the surrounding circumstances. The

following factors are taken into consideration:

e The nature of the marks, i.e. whether they are words, coined or
descriptive or non-descriptive, surname or geographical name,
devices, letters or numerals or a combination of two or more of
the above,

e The degree of resemblance between the marks and essential
features, i.e. similarity in phonetic, visual and in idea,

e The nature of the foods in respect of which they are used or
likely to be used as trademarks,

e The similarity in the nature, character and purpose of the foods

of the rival traders,
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e The class of purchasers who are likely to buy the goods bearing
the marks, their level of education and intelligence, and the
degree of care they are likely to exercise in purchasing the
goods,

e The mode of purchase of the goods or of placing orders for the
goods,

e Any other surrounding circumstances.

To determine infringement the following factors are taken into consideration:

. If the mark nearly resembles the plaintiff’s registered trademark so as to cause
confusion or deceive the general public.

o Once it is found that the defendant has used the trademark nothing said or
done by the defendant can make available the trademark to the defendant since
the infringement consists in using the trademark, as trademark is indicative of
the origin.

o Even if the trademark is descriptive and not registrable and the defendant too
uses a name that is descriptive but confusingly similar to the previous
trademark, the defendant cannot use it as a defence to a claim for infringement
action. Thus plaintiffs are not deprived of statutory provision of the fact that
the defendants may be using a descriptive work “ as a trademark”.

o The proprietor does not necessarily have to establish instances of actual
confusion or deception arising from the defendant’s use of the mark.

o Whether certain trademark causes confusion is a question of fact and degree in
each case. The court has to take into account all the relevant circumstances in
the comparison of the marks. The risk of deception must be real and not
fanciful. The factors that are taken into consideration are the degree of
similarity of the two marks in sight and sound, looking not just at the
registered mark as a whole but also at its essential or distinguishing features or

the essential idea behind it the whole range of potential customers for the
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goods protected by the registered mark and not just customers for the goods of
the particular type marketed by the defendant’s goods, the manner in which
the purchasers of the goods are normally made. All circumstances of the trades

must be considered.

The question of resemblance and the likelihood of deception are considered by
reference to the whole mark and by the distinguishing essential
feature.Intention is not essential to determine infringement but it does help
further in determination of infringement. It has also been held that any mark
has to be sufficiently big to be seen by the eye. For example unauthorised
printing of labels is held to be infringement of the registered trademark, use of
plaintiff’s mark on reconditioned goods also may constitute infringement even
if it is made clear that the goods are not original but only reconditioned,
import or possession of the spuriously marked goods for personal consumption
but not for trading purposes, may not constitute infringement. Import of such
goods for sale in India is an infringement in the country of origin. Even the use
of a registered trademark as part of the trading style of another dealing in the
same kind of goods is held to be infringement of the mark under section 29(3)
of the 1999 Act.

In Amritdhara Pharmacy the question of phonetic similarity was elaborately
discussed. It was alleged by the plaintiff that the two words Amritdhara and
Lakshmandhara were phonetically so similar so as to cause confusion among
consumers and hence Lakshmandhara should not be allowed registration. The
names were adopted as tradenames for the same type of medicines. The
plaintiff stated that this was a clear case of passing off because they were
being used for the same type of medicines due to phonetic similarity for an
average Indian consumer and an ultimate purchaser. The Court stated that the
words 'Amrit' and 'dhara’ were common words in the Hindi language and the
combined word 'Amritdhara' meant ‘current of nectar' or the ‘flow of nectar’;
the two words 'Lakshman' and 'dhara’ were also well-known common words
and combined together they meant ‘current or flow of Lakshman'. The Court

also held that it is not right to take a part of the word and compare it with a
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part of the other word; one word must be considered as a whole and compared
with the other word as whole. It also stated that it is a dangerous method to
adopt to divide the word up and seek to distinguish a portion of it from a
portion of the other word." It took into consideration the ordinary Indian
Villager or townsman who perhaps might know Lakshman, the story of the
Ramayana being familiar to him; but doubted if would apply it in cases as the
present one. They would go more by the similarity of the two names in the
context of the widely known medicinal preparation which he wants for his

ailments.

The Court then held that both the words are overall and phonetically similar.

The test of infringement was laid down elaborately in Durga Dutt’s case, as

follows:

1. The onus would be on the plaintiff,

2. Where the two marks are identical, no further question to establish that
there is infringement arises,

3. Where the two marks are not identical the plaintiff would have to establish
that the mark used by the defendant so nearly resembles the plaintiff’s
registered trademark as is likely to deceive or cause confusion in relation
to goods in respect of which it is registered,

4. The court has to compare the two marks; the degree of resemblance. The
purpose of the comparison is for determining whether the essential features
of the plaintiff’s trademark are to be found used by the defendant. The
base is to find out if the mark used by the defendant as a whole is
deceptively similar to that of the registered mark of the plaintiff.

The identification of the essential features of the mark is in essence a question of fact and
depends on the judgment of the court based on evidence led before it as regards the usage of
it he trade.

Passing Off:
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In case of infringement of unregistered trademark the passing off can be used a common
law remedy of torts. The plaintiff has to prove that his goods or services have a reputation
and goodwill in the market. The basis of passing off is false representation. In an action of
passing off it is not necessary that there should be absolute identity between the articles of
the plaintiff and the defendant. The basis for an action is deception and false representation.
There has to be direct false representation, adoption of trademark which is the same or
colourable imitation of the trademark of the rival traders, adoption of an essential part of the
rival trader's name, copying the get-up or colour scheme of the label used by the trader,
imitating the design or shape of he goods and adopting the word or name by which the rival
trader’s goods or business is known in the market.
The concept now has changed from protecting the manufacture’s goodwill and reputation to
the concept of protecting the manufacture’s monetary benefit and to bar unfair reaping by
others of what has been sowed by the manufacture. The ultimate concept remains same that
is to protect the consumers from the ultimate confusion while buying the goods, services etc.
In the early nineteenth century tort as a remedy was available for name, trademark or
product or business but now it is inclusive of television, radio programme, and other non-
trading activities like professional associations, business of looking after children, organizing
exhibitions, beauty contests, so on and so forth.
In the English case of Erven Warnink, which is also known as the Advocat case, the
essential characteristics which must be present in order to create a valid cause of action for
passing off are:

1. misrepresentation,

2. that is made by a person in the course of trade,

3. to prospective customers of his or ultimate consumers of goods or services,

4. supplied by him which is calculated to injure the business or good-will of another

trader, and
5. which causes actual damage to a business or goodwill of the trader by whom the
action is brought.

General Principles:
a) Misrepresentation
No one is entitled to represent his goods or business as being the goods or business of
another whether such representation is made by the use of any mark, name, sign, or symbol
device or other means. It is therefore an actionable wrong to pass off by whatever means

that result is achieved.
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Where the ultimate purchasers get confused from the overall getup of the unregistered mark,
it is sufficient to claim for passing off though a prerequisite is to have goodwill in an
unregistered trademark. It is an invasion of the proprietary rights vested in the plaintiff. The
misrepresentation should also have deceived or is likely to deceive and that the plaintiff is
likely to suffer damage by such deception. Mere confusion that does not lead to sale is not
sufficient.” This is a condition precedent to success in an action for passing off where the
alleged representation consists of the use of a name in connection with the goods, that the
name should have become distinctive of the plaintiff’s goods.

b) Representation that defendant’s goods or business is connected with the goods or

business of plaintiffs

In certain circumstances passing off action lies when there is a representation there is a
connection or association with the goods or business of the plaintiff. The association or
connection must be sufficiently close to affect the goodwill of the injured party. The test is:
would consumers believe or at any rate would some of them believe that it is associated with

the same source of manufacture as the plaintiff’s product.

The principle of passing off unlike the case in early nineteenth century now encompasses
other descriptive material such as slogans or visual images, radio, television or trademark of a
product or a business. A plaintiff does not have to be in direct competition with the defendant
to suffer injury. The passing off action has also been applied to professional associations,

business of looking after children, organizing exhibitions and beauty contests.

Passing off is a wrongful invasion of a right of property vested in the plaintiff, but the
property which is protected by an action for passing off is not the plaintiff’s proprietary right
in the name or get-up which the defendant has misappropriated but the goodwill and

reputation of his business which is likely to be harmed by the defendant’s misrepresentation.
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Essential elements of passing off

There are three elements of the tort of passing off which are as follows:

(1)Reputation (2) deception (3) damage.

These are sometimes called the “classical trinity”.

Once a misrepresentation is established it is reasonable to infer that customers of the goods
bought them on that misrepresentation unless there is evidence to the contrary.

In the recent case of Reckitt & Colman it was stated that according to the law of passing off
no man could pass off his goods as those of another. It may be expressed in terms of the
elements which the plaintiff in such an action has to prove in order to succeed. Firstly
goodwill has to be established or reputation attached to the foods or services which he
supplies in the mind of the purchasing public by association with the identifying “get-up”
(whether it consists simply of a brand name or a trade description, or the individual features
of labeling or packaging) under which his particular goods or services are offered to the
public, such that the get up is recognized by the public as distinctive specifically of the
plaintiffs goods or services. Secondly, he must demonstrate a misrepresentation by the
defendant to the public leading or likely to lead the public into believing that goods or
services offered by him are the goods or services of the plaintiff. Whether the public is aware
of the plaintiff's identity as the manufacturer or supplier of the goods or services is
immaterial, so long as they are identified with a particular source which is in fact the
plaintiffs. Thirdly, he must demonstrate that he suffers or that he is likely to suffer damage by
reason of the erroneous belief engendered by the defendant’s misrepresentation that the
source of the defendant’s goods or services is the same as the source of those offered by
the plaintiff. There are two necessary elements, first a misrepresentation, express or implied
but not necessary fraudulent and second a consequent likelihood of damage to the plaintiff’'s
goodwill. Misrepresentation may be express or implied. The cases on implied
misrepresentation is more common than express misrepresentation. It is however very
difficult to classify all the possible ways in which a man may make the false representation

relied on.

Difference Between Infringement And Passing Off
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An action for Trademark infringement is a statutory right, conferred on the registered
proprietor of a registered Trademark for the vindication of the exclusive right to its use in
relation to those goods. Passing off is a common law remedy, an action for deceit that is
passing off by a person of his own goods as those of another. In the case of infringement
what needs to be proved is that the plaintiff was the first to adopt and use the mark and the
mark is registered. In a passing off action the use of a mark for a sufficient long time so as to
be known to the public is one of the conditions precedent to the filing of such action. The use
by the defendant of the Trademark of the plaintiff is not essential in an action for passing off
but is the sine qua non in the case of an action for infringement.

In infringement action the issue is whether the defendant is using a Trademark which is the
same, or which is a colourable imitation of the plaintiffs registered mark. Whereas in the
passing off goods, the important thing is whether the defendant is selling goods so marked
as to be designed or calculated to mislead the purchasers that they are goods of the
plaintiffs.

Passing off action is based solely on deception. In an infringement action the plaintiff must
make out that the use of the defendant mark is likely to deceive but where the similarity
between two marks is so close and the court reaches the conclusion that there is an
imitation no further evidence is required to establish that the plaintiff’s rights are violated. If
the essential features of the trade mark of a plaintiff have been adopted by the defendant,
the fact that the get-up, packaging, other writing or marks on the goods show marked
differences or indicate clearly a trade origin different from that of the registered proprietor of
the mark is immaterial.

In an infringement, the defendant must use the offending mark on the same goods for which
the plaintiff's mark is registered. In passing off, the defendant’s goods need not be same it
may be allied or even different. In an infringement action, an injunction can be issued against
using the TM. In a passing off action the defendant is prevented not only from using the TM
but is also stopped from using it in such a way to pass off his goods as that of another. In an
infringement case the main issue that the court is concerned with is what the defendant is
doing and not with what it might do.

The statutory recognition and protection of well known TMs and tests for their determination
have also been inserted so as to protect the interests of persons who have adopted and
used the mark in bonafide manner. The new law defines well-known TMs in relation to any
goods or services, a mark which has become so to the substantial segment of the public
which uses such goods or receives such services that the use of such TM in relation to other
goods or services would be likely to be taken as indicating a connection in the course of
trade or rendering of services between those goods or services and a person using the mark
in relation to the first mentioned goods and services.
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The jurisdiction of district court to entertain suits for infringement and passing off has been
made same as for infringement of copyright thus enabling a plaintiff to file the suit in the
district court within whose jurisdiction he resides or carries on business. There has also been
substantial enhancement of punishments for offences relating to trade marks and false
description.

UNIT-HI : PATENTS
Q.1 What are the Patentable and Non- Patentable Inventions?

Section 2(1)(j) "invention” means a new product or process involving an inventive step and

capable of industrial application;

Section 2(1)(ja) "inventive step” means a feature of an invention that involves technical
advance as compared to the existing knowledge or having economic significance or both and

that makes the invention not obvious to a person skilled in the art

Section2(1)(ac) capable of industrial application”, in relation to an invention, means that the

invention is capable of being made or used in an industry;

Section 2(1)(I) "new invention™ means any invention or technology which has not been
anticipated by publication in any document or used in the country or elsewhere in the world
before the date of filing of patent application with complete specification, i.e., the subject

matter has not fallen in public domain or that it does not form part of the state of the art;

Patentability requirements of an invention

e Newness or novelty
e Inventive step or non-obviousness requirement

o Capable of Industrial application

Newness or novelty requirement

Sections 2(1)(I) and 2(1)(j) of the Patents Act highlight the difference between a new

invention and an invention. A ‘new invention’ is defined as:
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any invention or technology which has not been anticipated by publication in any document
or used in the country or elsewhere in the world before the date of filing of patent application
with complete specification, i.e., the subject matter has not fallen in public domain or that it
does not form part of the state of the art.

An invention is said to be novel if all elements of a claim of the invention are not anticipated
by a single prior art which is published, or used or known to public.

2

Refer our section on “working with patent agent or attorney” on patent drafting for

understanding importance of claim and the role they play in patent.
inventive step or non obviousness

Now let’s talk about inventive step, also known as non obviousness test for your innovative

idea.

An inventive step is said to be present in your invention when it has a technical advance as
compared to the existing knowledge (that is state of the art of your field of invention) or it has
economic significance or you invention has both such that it makes your invention non-

obvious to a person skilled in the art.

So, we need to identify feature of our invention that is either technically advance or it is
economically significant or both, when it is compared to state of the art or existing

knowledge such that our invention becomes non-obvious to a person skilled in the art.

Technical advance means some feature of the invention is having advancement which is

technical in nature as compared to the existing knowledge.

A person skilled in the artis a person who has average skills from your domain. For
example if your invention is related to mechanical device the person skilled in the art would
be from mechanical background. If there are multiple technologies used in the invention then
a person skilled in the art is assumed to have all the knowledge (that is available and known

to public) from the technologies involved. This is to assess the inventiveness of the invention.

The idea here is our invention should not be obvious to a person skilled in the art (that is an

average person from a background of field of invention).
In other words, considering the state of the art (things already known to public) and assuming
the person skilled in the art does not have any knowledge about our invention, if that person
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skilled in the art was asked to solve the problem (that our invention solves), then the our
invention should not come as a natural suggestion by that person skilled in the art. Which
ultimately means invention should not be obvious. This is in essence known as non

obviousness test.

And one of the way to qualify for the non obviousness test of patentability is mentioning and
proving to examiner that our invention is solving a the long standing problem in the industry.
Pointing out that the problem existed for long time and there was a need to solve the problem,
also mentioning existing prior arts and patent references who tried before but could not solve
up to certain extent (stating problems with the prior arts in the background of the invention
while drafting patent) and since the problem has not solved till now it ultimately means the

solution to the problem that is our invention was Not obvious.

Now, this is not your job as an inventor to do all this, in fact this is responsibility of a patent
agent or patent attorney working on your invention. an experienced patent professional
would be asking you for required details and technicality of your invention and using such
information while drafting patent application for your invention which gives a very good

chance for your patent application to stand through examination stage till the grant of patent.
Industrial application or utility

Section2(1)(ac) capable of industrial application”, in relation to an invention, means that the

invention is capable of being made or used in an industry;

Industrial application means invention is capable of being made or used in any kind of
industry. This is also known as usefulness, a patented invention should be able to be

produced on a large scale that is it could be created, used and repeated.

Now if you observe the word in definition is Capable of industrial application, which means
it need not be mass produced right now, but has capability of industrial application in
future. In general this patentability requirement of usefulness or industrial application is not

much of a problem to prove.

Non- Patentable Inventions:

Section 3:
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Section 3 (a): Frivolous inventions

Section 3 (b): Inventions which are contrary to Law or Mortality or injurious to public health

Section 3 (c): Mere discovery of a scientific principle or formulation of an abstract theory.

Section 3 (d): The mere discovery of a new form of a known substance which does not result
in the enhancement of the known efficacy of that substance or the mere discovery of any new
property or new use for a known substance or of the mere use of a known process, machine
or apparatus unless such known process results in a new product or employs at least one new

reactant is not an invention.
Section 3(d) provides an explanatory clause to make it more clear which reads as follows:

(Explanation- For the purposes of this clause, salts, esters, ethers, polymorphs, metabolites,
pure form, particle size, isomers, mixtures of isomers, complexes, combinations and other
derivatives of known substance shall be considered to be the same substance, unless they

differ significantly in properties with regard to efficacy)

The complete specification must clearly and categorically bring out in the description, as to
how the subject matter differs significantly in properties with regard to efficacy from the

known substance. .

In a recent landmark decision (Novartis AG Vs. Union of India, W.P. No. 24760/06), the
Madras High Court held that efficacy means therapeutic efficacy. It was held that going by
the meaning for the word efficacy and therapeutic what the patent applicant is expected to
show is, how effective the new discovery made would be in healing a disease or having a
good effect on the body. In other words, as the Court further clarified, the patent applicant is
definitely aware as to what is the therapeutic effect of the drug for which he had already got a
patent and what is the difference between the therapeutic effect of the patented drug and the

drug in respect of which patent is asked for.

Section 3 (e): A substance obtained by a mere admixture resulting only in the aggregation of
the properties of the components thereof or a process for producing such substance is not an
invention.
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A mere aggregation of features must be distinguished from a combination invention. The
existence of a combination invention requires that the relationship between the features or
groups of features be one of functional reciprocity or that they show a combinative effect
beyond the sum of their individual effects. The features should be functionally linked
together which is the actual characteristic of a combination invention.

An admixture resulting in synergistic properties is not considered as mere admixture, e.g., a
soap, detergent, lubricant and polymer composition etc, and hence may be considered to be
patentable.

Section 3 (f): Mere arrangement or re-arrangement of known devices

The Manual of Patent Practice & Procedure says that in order to be patentable, an
improvement on something known before or a combination of different matters already
known, should be something more than a mere workshop improvement; and must
independently satisfy the test of invention or an inventive step. To be patentable, the
improvement or the combination must produce a new result, or a new article or a better or

cheaper article than before.
Section 3 (h): Method of agriculture or horticulture

Section 3 (i): Any process for the medicinal, surgical, curative, prophylactic diagnostic
therapeutic or othertreatment of human being or any process for a similar treatment of
animals to render them free of disease or to increase their economic value or that of their

products is not patentable

a) Medicinal methods: As for example a process of administering medicines orally, or

through injectables, or topically or through a dermal patch.

(b) Surgical methods: As for example a stitch-free incision for cataract removal.
(c) Curative methods: As for example a method of cleaning plaque from teeth.
(d) Prophylactic methods: As for example a method of vaccination.

(e) Diagnostic methods: Diagnosis is the identification of the nature of a medical illness,

usually by investig